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Commissioner for Patents 
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Alexandria, VA 22313-1450 

Sir: 

Tlie appellant respectfully submits the following reply brief in response to the 
Examiner's Answer of March 19, 2003, in the appeal of the subject application. 
Appellant's Brief was filed January 30, 2003, and the Notice of Appeal was filed on 
November 1, 2002, following a Final Office Action mailed August 1 , 2002. 
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The Prepayment Authorization Agreement of Comesanas 
Does Not Determine Method of Delivery 

In his Answer, the Examiner relied on Claims 3 and 4 of the Comesanas 
reference (U.S. Patent 5,802,498) as supplying a disclosure that a certain "agreement 
to pay transmittal charges," described in Comesanas, includes disclosure of a recipient 
"delivery preference" as recited in the rejected claims. As is clear from the specification 
of Comesanas, the "agreement to pay transmittal charges" relates to a pre-authorization 
to deliver a pre-paid return envelope and to include the corresponding charge on an 
invoice. What is missing in Comesanas is a nexus from this transmittal charge 
"agreement" to the presently claimed "delivery preferences" indicating printed or 
electronic transmittal. 

In his Answer, the Examiner filled in the missing piece as follows, "Since the 
system must determine which invoices to send electronically and which invoices to send 
through the postal mail, and since the system decides this by looking in the database to 
see which debtors have authorized the system to charge a transmittal feed for the 
corresponding method of transmittal, the Examiner considers the authorization received 
from the debtor to be an indication of the transmittal preference of that debtor." Answer 
page 12. This statement is factually unsupported, and is directly contradicted by the 
very language relied upon. 

The statement is unsupported because nothing in Comesanas describes or 
suggests that a determination of physical or electronic delivery depends on the 
authorization statement from the intended recipient. That concJusion is an incorrect 
assumption by the Examiner, most likely based on hindsight in view of the present 
invention. 

Contrary to the Examiner's assertions, claims 3 and 4 demonstrate how the 
determination of electronic or physical delivery is independent of the authorization 
agreement. As seen in Comesanas, billing information is gathered "from selected ones 
of said debtors from whom a payment is required so as to generate an invoice for each 
of said selected debtors." Lines 42-44. Thus, an all encompassing group of debtors to 
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receive invoices Is formed. Within that larger group are those who are determined to 
have signed the transmittai charges agreement. Lines 44-47. For those who signed the 
agreement, extra steps are tal<en. but all "selected debtors," including those who have 
not signed an agreement, receive their invoices. 

For the inclusive "said invoices," a determination is made whether to send 
electronically or by mail. Lines 50-52. If by mail, such invoices are printed on paper. 
Lines 52-53. However, for those debtors who signed the agreement, the extra charge 
and the prepaid envelopes are also included. Lines 47-50 and 54-56. Accordingly, 
debtors who have never signed any authorization agreement continue to receive their 
invoices, just the contents are different. The claims clearly distinguish the larger group 
of "said invoices" from the sub-group relating to those "of said selected debtors who 
signed such an agreement." The delivery "each of said invoices" is detemiined and 
made without regard to "such an agreement." Lines 50-53, Thus, as expressly 
described in claims 3 and 4 of Comesanas, the delivery method of the invoice is never 
affected by the authorization agreement, or lack thereof, and only the contents of the 
documents are changed. As such, Comesanas fails to disclose "delivery preferences" 
as recited in the rejected claims. The passages of Comesanas relied upon by the 
Examiner demonstrate that the prepayment authorization agreements are not tied with 
any determination relating to delivery. 

Official Notices 

For certain dependent claims, the Examiner has relied on statements of Official 
Notice for disclosure of certain steps and elements. Because Appellant has decided 
that this Appeal will stand or fall based on elements missing from the independent 
claims, those arguments are not presently pertinent However, Appellant does not 
concede that the Examiner's statements of Official Notice, even if true by themselves, 
are sufficient to meet the requirements for anticipating the claim element or for 
combination with the other elements. 

For example, one Official Notice states that "it is old and well know within the 
database art to place use [sic] a table format to save memory space when storing such 
data." Such Official Notice is insufficient, however, for providing a disclosure or 
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suggestion that information to be stored is delivery preferences, or for combining a 
particular memory teclinique with other elements. Other such Offidai Notices are not to 
the point for which they are asserted. As such, Appellant reserves all rights to unargued 
claim elements, particularly in the dependent claims. 

For the reasons advanced above, the Appellant respectfully submits that claim 
12 and 14-36 are patentable. Ail briefing now being concluded, reversals of the 
rejections by the Examiner are respectfully solicited. 



Respectfully submitted, 




Reg. No. 46,650 
Attorney for Appellant 
Telephone (203) 924-3934 
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